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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eHgible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. AppHcant's submission filed on 4/26/06 has been entered. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 28-38 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The limitation requiring a "film being substantially liquid" in claim 28 introduces new 
matter. The specification only appears to provide support for the term "nearly liquid" and 
"almost Hquid" (see p. 18, lines 12-27). It is not clear to the examiner where there is support for 
"substantially liquid." 
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Claim Interpretation 

4. The limitation "substantially liquid" has been interpreted in light of the disclosure to 
mean flexible or not completely hardened. If Applicant disagrees with this interpretation, the 
examiner asks that the record be clarified with specific references given to portions of the 
original disclosure supporting applicant's interpretation of the limitation. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 28-38 are rejected imder 35 U.S.C. 103(a) as being unpatentable over Craven 
(U53878147) in view of The Encyclopedia of Polymer Science, Vol. 3, November 1985, pg. 552, 

Craven teaches a composition that is used to increase the friction of surfaces on ice, 
particularly the surfaces of automobile and truck tires (column 1, lines 5-8). The composition is a 
mixture of a binder and fine particles that possesses excellent adherence to rubber substrates and 
provides a high level of friction on icy roads (column 1, lines 21-25). The composition comprises 
5-25% by weight of a soluble elastomer, 43-92.99% by weight of a solvent for the elastomer, and 
2-20% by weight of dispersed inorganic particles having a particle size of about .2-105 gm, 
Craven teaches that suitable elastomers for the coating composition include polyurethane, as well 
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as a number of other elastomers, Therefore it would have been obvious to one of ordinary skill in 
the art at the time the invention v^as made to select polyurethane as the flexible polymeric binder, 
as polyurethane is taught by Craven to be equivalent to the other binders listed. Craven teaches 
the addition of particles having an average diameter in the range of about 0.2-1 OSmicrons. As 0.2 
microns is completely encompassed by the claimed range, Craven meets the Umitations directed 
to average particle diameter. 

With respect to the claimed viscosity limitation, Craven does not specifically disclose 
this feature of the claims. However, it is noted that Craven does teach the application of the 
coating via various methods, including brushing, dipping, spraying, etc. (column 2, lines 63-68). 
Furthermore, The Encyclopedia of Polymer Science, Vol. 3, November 1985, pg. 552 teaches 
common coating methods and the viscosity range of compounds that are coated utilizing those 
methods. From this disclosure, the examiner takes the position that the viscosity of the coating is 
a result effective variable. It would have been obvious to one with ordinary skill in the art to 
optimize the viscosity of the coating of Craven to meet the requirements of the coating method to 
be utilized. Regarding the applicants claimed thickness requirement, the examiner notes that 
Craven teaches that the thickness of the film is "about 0.5 mils." It is the examiners position that 
"about .5 mils" encompasses .4 mils, which is equivalent to applicants claimed 10 microns. Thus, 
Craven meets this limitation. However, should applicant traverse this argument, it is noted that 
Craven teaches that a film that is 1-2 mils thick will typically remain on the tire for 5-10 miles, 
depending on road conditions. Thus, the thickness of the film is a result effective variable, with 
a thinner film remaining on the tire for shorter distances, and vice versa. Therefore it would have 
been obvious to one with ordinary skill in the art at the time the invention was made to control 
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the thickness of the Craven film to suit the distance to be traveled. Shorter distances would 
require a thinner coating, thereby conserving material. 

Claim 30 requires the antislipping agent to comprise silicon oxide, aluminum oxide, 
cerium oxide, silicon carbide, or a fine particulate organic material. Craven teaches that suitable 
materials for the particulate material include aluminum oxide, silica (synonymous with silicon 
oxide), silicon carbide, and other inorganic particles (column 2, lines 8-22). Claims 31-33 further 
limit the viscosity range of the coating. The examiner maintains that it would be obvious to alter 
the viscosity of the coating to enable a desired coating method to be utilized, as set forth above. 

Claims 34-35 further limit the thickness of the fibn. The examiner maintains that 
coating thickness is a result effective parameter. Thus, it would have been obvious to one of 
ordinary skill in the art to determine the optimal coating thickness depending on the desired life 
of the coating. 

Claim 38 requires the particles to have a diameter in the range of 10-lOOnm. The 
examiner notes that Craven teaches that the particles have a suitable particle size of "about" 0.2 
microns. As "about" 0.2 encompasses 0.1 microns (equivalent to lOOnm), the limitations of 
claim 38 are met. 

With regard to the newly added limitation requiring a "flexible film" being "substantially 
liquid", the examiner takes the position that the polyurethane layer having a thickness within the 
claimed range taught by Craven inherently satisfies this limitation. Flexible is a relative term 
which is largely determined by the composition of a particular material and the thickness of that 
material. Because Craven teaches the use of the same material as claimed (polyurethane) and a 
thickness for the polyurethane layer within the claimed range, one of ordinary skill in the art 
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would expect that it would meet the aforementioned limitations directed to flexibility and 
liquidity. 

It has been held that where claimed and prior art products are identical or substantially 
identical, or are produced by identical or substantially identical processes, the burden of proof is 
shifted to applicant to show that prior art products do not necessarily or inherently possess 
characteristics of claimed products where the rejection is based on inherency under 35 USC 
§ 102 or on prima facie obviousness under 35 USC § 103, jointly or alternatively. In re Best, 
Bolton, and Shaw, 195 USPQ 430. (CCPA 1977). 

The examiner takes the position that the recitation in claim 29 requiring that "at least a 
portion of antislipping agent is partially exposed throughout a surface of the film, regardless of 
whether the film has been brought into direct contact with another surface", is essentially 
defining a process by which the antislip surface is made. In other words, this limitation implies 
that the fihn can be made by a process which does not have to include bringing the film into 
contact with another surface. This process limitation in an article claim has been considered 
insofar as it limits the structure of the article. The process portion of this limitation does not add 
any structural or compositional elements to the claimed article. Thus, it does not patentably 
distinguish the present claims over the prior art. 

7. Applicant's arguments filed 4/26/06 have been fiilly considered but they are not 
persuasive. 

Applicant argues that the present amendments distinguish over the applied prior art to 
Craven. Applicant argues that the fihn of Craven is not flexible or substantially liquid as now 
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required by the claims. The examiner maintains that the reference inherently meets these 
limitations for the reasons set forth in the rejection, above. 

Applicant argues that claim 29 further distinguishes over Craven by requiring that the 
antislip agent is always exposed "regardless of whether the film has been brought into contact 
with another surface." The examiner maintains that Craven suggests a structure wherein the 
antislip particles are exposed. Craven teaches that this happens via wearing down the film 
matrix that contacts another surface. The limitation "regardless of whether the fihn has been 
brought into contact with another surface" merely describes the process by which the particles 
are exposed. In other words, the particles are exposed whether they are brought into contact with 
another surface or not brought into contact with another surface. The examiner maintains that 
structurally and compositionally. Craven appears to be substantially the same as the claimed 
structure. 

8. Any inquiry concerning this conmiunication or earlier communications from the 
examiner should be directed to Holly Rickman whose telephone number is (571) 272-1514, The 
examiner can normally be reached on Monday-Friday 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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